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DETAILED ACTION 

1. The Petition under 37 C.F.R. § 1.144 filed on 07/28/06, seeking withdrawal of the 
requirement for election between species as entered in the Office Action dated March 20, 2006, 
and as made final in the Office Action dated June 26, 2006, is being treated as a request for 
reconsideration. 

Upon careful review, the central argument made that the Office Action did not identify 
any specifically different embodiments that were described in the specification, that the 
allegedly different embodiments were "manufactured" from claim language is persuasive for the 
following reason: 

First, it should be noted that original claims are part of the disclosure (MPEP 608.01(1) 
and 2163). A careful review of the specification reveals that claims 4 to 10, 28 to 34, 42, 43 and 
49 to 56, said to read on elected embodiment but were withdrawn from consideration in the last 
Office action are fully described in the specification with respect to the first embodiment. 

Accordingly, the previous election of species requirement is withdrawn in favor of the 
new election of species requirement which was previously proposed by applicant as follows. 

.In response to the argument made that the specification describes only seven different 
embodiments such that burden could not be established consistent with Applicant's prerogative 
to present a "reasonable number" of species, it should be noted that although 37 C.F.R. § 
1 .141(a) allows that more than one species of an invention, not to exceed a reasonable number, 
may be specifically claimed in different claims in one national application, it also requires that 
the application also includes an allowable claim generic to all the claimed species and all the 
claims to species in excess of one are written in dependent form (§ 1 .75) or otherwise include 
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all the limitations of the generic claim. This requirement is simply not met in the instance 
application. There is no generic claim as stated in the previous Office Action. 

.In response to argument made that MPEP 808.02 -relied on in the Office Action to 
maintain its position that there would be burden -applies to restriction requirements, and not to 
requirements for elections between species. This argument is traversed for the reason the term 
"restriction" refers to either the usual restriction requirement or election of species. MPEP 
802.02. Furthermore, as to species a requirement for restriction is permissible if there is a 
patentable difference between the species as claimed and there would be a serious burden on 
the examiner if restriction is not required. The criteria for burden is set forth in MPEP § 803 and 
§ 808.02. See MPEP 808.01 (a) which states: 

"A requirement for restriction is permissible if there is a patentable difference between 
the species as claimed and there would be a serious burden on the examiner if restriction is not 
required. See MPEP § 803 and § 808.02." 

Election/Restrictions 

2. This application contains claims directed to the following patentably distinct species: 

.(i) Species 1 represented by the first embodiment, illustrated in Figs. 1-6, 19-20. 

.(ii) Species 2 represented by the second embodiment, illustrated in Fig. 7. 

.(iii) Species 3 illustrated in Fig. 10. 

.(iv) Species 4 illustrated in Fig. 1 1 . 

.(v) Species 5 illustrated in Fig. 13. 

.(vi) Species 6 illustrated in Fig. 16. 

.(vii) Species 7 illustrated in Fig. 18. 
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The species are independent or distinct because of the difference between the different 
embodiments as described in the specification. For instance, the differences between the 
differrent embodiments are described at page 52, lines 3-9; page 59, lines 13-25; page 63, 
lines 1-12; page 67, lines 9-17; page 73, lines 11-24; page 78, lines 18+. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, no claim is generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or 
that all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. 
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Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
inventions or species to be obvious variants or clearly admit on the record that this is the case. 
In either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
• evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other 
invention. 

Claims 1-10, 20-34, 42-56 and newly added claims 57-73 are constructively elected as 
indicated in the response to the election of species filed on 04/20/06 and in the petition filed on 
07/28/06. These claims are to be examined. Claims 11-19, 35-41 are withdrawn from 
consideration as being drawn to non-elected species. 

Allowable Subject Matter 

3. Claims 1-10, 20-34, 42-56, 57-73 are allowed. 

4. The following is a statement of reasons for the indication of allowable subject matter: 
Prior art of record including the art cited in the IDS filed on 10/02/06 do not teach or suggest a 
multi-beam optical scanning apparatus and an image forming apparatus using the same 
scanning apparatus with the claimed radiation order as recited in the independent claims. With 
the multiple radiation points arranged spaced apart from each other in the main scanning 
direction being excited in the claimed radiation order, synchronous detection of all the radiation 
points can be assured for the reason synchronous detection is executed when the entire light 
beam can be reflectively deflected by the deflecting means. The first and second radiation 
points can be determined for the reason that they are arranged spaced apart from each other in 



Application/Control Number: 10/763,231 



Page 6 



Art Unit: 2861 

the main scanning direction at a predetermined distance from the deflecting means (rotational 
polygon mirror). 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Huan H. Tran whose telephone number is (571) 272-2261. The examiner 
can normally be reached on at work on T-F from 6:30am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Meier can be reached on (571) 272-2149. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 0D0. 
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